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- T
he protection of w

ell-know
n

tradem
arks w

as created by A
rticle

6bis of the Paris C
onvention,

- T
his provision does not provide an

easy to understand definition of a
w
e
l
l
-
k
n
o
w
n
 
t
r
a
d
e
m
a
r
k
,

- T
hese rights have been further

expanded by T
he A

greem
ent on

T
rade-R

elated A
spects of Intellectual

P
r
o
p
e
r
t
y
 
(
T
R
I
P
S
)
 
A
r
i
c
l
e
 
1
6
(
3
)

- O
nce again, T

R
IP

S
 does not say

exactly w
hat constitutes a w

ell-know
n

tradem
ark.

A
U

H
O

R
S

lim
 C

arter is a registered trade m
ark

attorney in the B
rands &

 D
esigns G

roup
of A

ddleshaw
 G

oddard LLP
, T

im
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a diverse range of clients, including
several household nam

es, on non-
contentious aspect of tradem

ark
clearance, protection and enforcem

ent of
tradem

ark in the U
nited K

ingdom
,

E
uropean U

nion and around the w
orld,
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em
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ark A

ttorneys.
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T

im
 C

arter O
f A

ddleshaw
 G

oddard calls for an International
registration of w

ell-know
n tradem

arks

W
e all have our ow

n idea as to
w

hat m
akes a "w

ell-know
n"

tradem
ark. T

hese m
ay be

tradem
arks that w

e have know
n all our lives,

o
r
 
t
r
a
d
e
m
a
r
k
s
 
t
h
a
t
 
h
a
v
e
 
c
o
m
e
 
t
o
 
d
o
m
i
n
a
t
e
 
a

particular m
arket over a m

uch shorter
period of tim

e. E
very brand ow

ner w
ould

like to think that their brand is a w
ell-

know
n tradem

ark in the m
inds of consum

ers
not only in the national m

arkets w
here they

currently trade, but perhaps in other
countries as w

ell. T
his has becom

e possible
through the grow

th of the Internet and
other form

s of electronic m
edia and

com
m

unication, w
hich m

ean that brands
now

 have the potential to reach m
ore

c
u
s
t
o
m
e
r
s
 
t
h
a
n
 
c
a
n
 
p
r
e
v
i
o
u
s
l
y
 
h
a
v
e
 
b
e
e
n

considered possible.

W
hen a tradem

ark is considered to be
w

ell-know
n, the value of the brand can often

be the m
ajor asset of a business. T

he ow
ner

of such a tradem
ark w

il have invested
considerable tim

e and m
oney in developing

the brand to this level, to the extent that the
reputation of a particular brand can go w

ell
beyond national borders. U

nfortunately, this
level of recognition brings its ow

n problem
s

in the form
 of counterfeiters and brand

im
itators w

ho decide they w
ant a slice of this

success to line their ow
n pockets, From

 the
point of view

 of m
ulti-national tradem

ark
ow

ners this can be a m
ajor problem

, so w
hat

w
w

w
.ipw

orld.com

B
uilding tradem

ark expertise since 1986

rem
edies are available to protect these

valuable tradem
arks? T

his article intends to
give a brief overview

 of the protection
offered to ow

ners of w
ell-know

n tradem
arks,

and w
hat steps a brand ow

ner needs to take
to show

 that its tradem
ark should enjoy the

benefit of these rights.

A
 m

yriad of system
s

U
nfortunately, there is no single

international system
 for the protection of

w
ell-know

n tradem
arks in their ow

n right,
protection of such m

arks has been left to
national 

legislation. T
here is no clear-cut

definition of w
hat exactly constitutes a w

ell-
know

n tradem
ark that brand ow

ners can
readily use as a fram

e of reference, A
s a

result, there is no real consistency in w
hat

can constitute a w
ell-know

n tradem
ark in a

particular country. T
his can m

ake it diffcult
for brand ow

ners to know
 how

 to enforce
their rights. T

here are, how
ever, various

guidelines, w
hich can be used to assess

w
hether or not a tradem

ark can be
considered to be w

ell-know
n, w

hich w
il be

discussed later in this article.
T

he protection of w
ell-know

n tradem
arks

w
as created by A

rticle 6bis of the Paris
C

onvention. T
his gives the ow

ner of w
ell-

know
n tradem

ark the right to prevent the
use and registration of an identical, or
confusingly sim

ilar, tradem
ark, w

hich is
being used for identical or sim

ilar goods. T
he

ow
ner of such a m

ark is entitled to this even
though its ow

n tradem
ark is not protected by

m
eans of registration in that country. T

he
ow

ner of a w
ell-know

n tradem
ark w

ould be
able to oppose the registration of an
identical/ confusingly sim

ilar tradem
ark, seek

the cancellation of an existing tradem
ark

registration, or even sue for infringem
ent of

its tradem
ark. T

his provision does not
provide an easy to understand definition of a
w

ell-know
n tradem

ark.
T

hese rights have been further expanded
by T

he A
greem

ent on T
rade-R

elated A
spects

of Intellectual P
roperty (T

R
IP

S
), A

rticle
1
6
(
3
)
 
o
f
 

T
R

IPS extends the protection
enjoyed by w

ell-know
n tradem

arks to allow
the ow

ner to prevent the use and registration
of an identical or confusingly sim

ilar
tradem

ark on dissim
ilar goods or services, in

situations w
hich could indicate a connection

betw
een those goods or services and the

brand ow
ner of the w

ell-know
n tradem

ark,
and the use is likely to result in dam

age to the
interests of the tradem

ark ow
ner. O

nce again,
T

R
IPS does not say exactly w

hat constitutes
a w

ell-know
n tradem

ark.

w
w

w
.ipw

orld.com

A
s a result of these provisions, w

ell-know
n

tradem
arks enjoy an enhanced form

 of
tradem

ark protection, due to the fact that a
tradem

ark ow
ner does not even have to have

an established custom
er base in a particular

country to enjoy these rights. It is for this
reason, that brand ow

ners can see that the
status of w

ell-know
n tradem

ark as the H
oly

G
rail of tradem

ark protection. It allow
s the

ow
ner to prevent the usage of an identical or

confusingly sim
ilar tradem

ark in a country
w

here he has no registered tradem
ark rights.
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and determ
ine the level of aw

areness of the
brand, For exam

ple, a tradem
ark m

ight be
used in relation to a range of golfing
products, In this instance, the relevant sector
of the public w

ould be those consum
ers w

ho
played golf and w

ould be aw
are of the

various brands in the w
orld arena. T

his can
m

ean that in the case of specialised products
w

hich m
ay not be know

n to the population as
a w

hole, a brand ow
ner m

ay stil be able to
show

 that its tradem
ark is considered to be

w
ell-know

n in that territory.

"by w
hat m

eans can a brand ow
ner show

 that its
tradem

ark has becom
e w

ell-know
n to the relevant

sector of the m
arket"

W
hat constitutes 'w

ell-know
n'?

O
bviously this form

 of enhanced tradem
ark

protection is som
ething that all brand

ow
ners w

il w
ant to use, so the im

portant
question is how

 do you decide w
hether or

not your tradem
ark is w

ell-know
n, so that it

can benefit from
 this enhanced level of

tradem
ark protection. U

nfortunately, there is
no real consistency in the w

ay in w
hich

A
rticle 6bis is applied in different countries.

T
his can be confusing for brand ow

ners,
w

ho w
il w

ant a clear set of guidelines that
they can follow

 to avail them
selves of these

rights. W
hat practical steps can be taken to

ensure that a brand is w
ell-know

n in a
p
a
r
t
i
c
u
l
a
r
 
t
e
r
r
i
t
o
r
y
?

T
he m

ain point that brand ow
ners should

bear in m
ind w

hen alleging that their
tradem

ark is w
ell-know

n is that you are
going to have to show

 that the tradem
ark is

w
ell-know

n in the particular country w
here

the dispute has arisen. T
he fact that a brand

is extrem
ely w

ell-know
n in the U

K
 or

E
urope, is no guarantee that the tradem

ark
w

il be considered w
ell-know

n in the Far
E

ast. O
ften brand ow

ners w
ith a successful

brand can be surprised to learn that their
tradem

ark is relatively unknow
n in a

particular territory.
A

lthough a brand ow
ner is going to have

to show
 that its tradem

ark is w
ell-know

n in
the country w

here the dispute has arisen, it
w
i
l
 
n
o
t
 
h
a
v
e
 
t
o
 
p
r
o
v
e
 
t
h
a
t
 
t
h
e
 
t
r
a
d
e
m
a
r
k
 
i
s

w
ell-know

n to the population as a w
hole.

W
hen considering w

hether a tradem
ark is

w
ell-know

n in a particular country, you m
ust

look to the relevant sector of the public w
ho

w
ould likely to be aw

are of the tradem
ark,

P
ractcal tips

T
his is all very w

ell, but by w
hat m

eans can
a brand ow

ner show
 that its tradem

ark has
becom

e w
ell-know

n to the relevant sector of
the m

arket, O
utlined below

 are som
e

practical guidelines that a brand ow
ner can

use to try and show
 that its tradem

ark has
becom

e w
ell-know

n,
A

s stated above, the m
ain point that a brand

ow
ner is going to have to prove is the degree

to w
hich the tradem

ark is know
n to the

relevant sector of the public. T
his is likely to

involve having to carrying out som
e form

 of
consum

er survey to show
 that there is at

least som
e aw

areness of the brand am
ongst

the relevant public in a particular territory.
T

his can be a costly and tim
e consum

ing
process, w

hich m
ight not alw

ays be possible,
particularly if tim

e, is lim
ited. T

he value of a
good survey, how

ever, cannot be
underestim

ated, as it can provide definite
evidence to show

 that the tradem
ark is

know
n in that particular territory,

A
 brand ow

ner w
il have to provide specific

evidence of usage of the tradem
ark around

the w
orld, and if possible, in the territory of

concern, In the m
ajority of cases, there is

unlikely to be any real usage of the
tradem

ark in the actual territory w
here the

dispute has arisen. H
ow

ever, there m
ay be

instances, perhaps w
here the brand ow

ner
has recently begun to trade in a particular
territory, w

ithout seeking to register its
tradem

ark, that such evidence m
ay be

available. T
he evidence should show

 the

length of tim
e that the tradem

ark has been
used, the range of goods and/or services that
have been sold by reference to the trade ark,

T
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and the geographical spread of the usage. A
s

usual, the evidence of use should take the

form
at of exam

ples of product packaging,
point of sale m

aterials, product catalogues,
copies of product invoices, and any other

m
aterials show

ing the use of the m
ark. T

he
evidence should show

 use of the m
ark in as

m
any different territories as possible. T

his
really is an instance w

here the m
ore evidence

of usage that can be provided, the stronger
the argum

ent w
il be that the tradem

ark
should be considered to be w

ell-know
n,

In conjunction w
ith evidence of usage,

e
v
i
d
e
n
c
e
 
o
f
 
t
h
e
 
e
x
t
e
n
t
 
o
f
 
a
n
y
 
r
e
g
i
s
t
e
r
e
d

tradem
ark protection w

il also assist. If a
brand ow

ner can show
 that the tradem

ark
has been registered in a large num

ber of
countries, the m

ore the case w
il be m

ade out
that the tradem

ark is w
ell-know

n, C
learly

the fact that a tradem
ark has been registered

in m
any countries around the w

orld is no
guarantee that the tradem

ark has actually
been used and that consum

ers are likely to be
aw

are of the brand, but in conjunction w
ith

appropriate evidence of usage, this can form
the basis of a strong prim

a facie case that the
tradem

ark should be protected as a w
ell-

know
n tradem

ark.
For any case w

here you are trying to show
that a tradem

ark is distinctive, a brand
ow

ner is going to have to provide turnover
figures to show

 the level of business carried
out under a particular tradem

ark. T
he

t
u
r
n
o
v
e
r
 
f
i
g
u
r
e
s
 
s
h
o
u
l
d
 
b
e
 
p
r
o
v
i
d
e
d
 
f
o
r

B
us

FaxI
A

n)

.
i

D
e¡lJ'I

C
i~!

V
A

i

I
,

oooo*PI

Pie

T
OoPrÐ

a ci

w
ill¡

~
40 I T

radem
ark W

orld #195 I M
arch 2007

"
t
h
e
r
e
 
a
r
e
 
v
a
r
i
o
u
s
 
m
i
s
c
e
l
l
a
n
e
o
u
s
 
t
y
p
e
s

of evidence that can be used to show
 that

a tradem
ark has becom

e w
ell-know

n in a
p
a
r
t
i
c
u
l
a
r
 
t
e
r
r
i
t
o
r
y
"

w
orldw

ide sales, but broken
dow

n on a country by country,
or regional, basis so that the
geographical spread of the
turnover figures can be clearly
seen. T

his w
il be im

portant as
it w

il be easier to show
 that a

tradem
ark should be considered

to be w
ell-know

n if the
turnover figures show

 sales are
evenly spread betw

een a large
num

ber of countries, rather than
if 95%

 of sales take place in a
single country.
In addition to details of the sales
m

ade under the brand, the next
factor that w

il be taken into
account w

il be the level of expenditure on
advertising, prom

oting and otherw
ise

m
aking the tradem

ark know
n. A

gain, this
inform

ation preferably needs to be broken
dow

n to show
 the level of advertising spend

in prom
oting the brand around the w

orld by
country or by region. A

ny advertising spend
that is relevant to the national m

arket in
question should also be included. It m

ay w
ell

be the case that brand ow
ners advertise their

m
ark in a local m

arket even though no sales
are being m

ade under that brand. C
onsum

ers
can becom

e aw
are of brands through various

avenues, not sim
ply the sale of goods and

services in that country, O
ne exam

ple being
..

the sponsorship of sporting and cultural
events in a particular country, another being
international m

edia publications, containing
advertisem

ents for the brand, that m
ay w

ell
be read by the relevant sector of the public in
that county. Such advertising or prom

otion
should also be provided as evidence to show
that consum

ers in that country are aw
are of

the tradem
ark.

I t w
il also help if the brand ow

ner is able to
provide evidence of previous instances w

here
the tradem

ark has been held to be w
ell-

know
n tradem

ark. For certain brand ow
ners

that have a constant problem
 from

counterfeiters using their tradem
ark in

different countries, it m
ay w

ell be possible
that there has been previous litigation in
another territory. E

ven if these disputes w
ere

in other territories, a previous finding that a

tradem
ark is w

ell-know
n, can be of

persuasive evidential value that the
tradem

ark is w
ell-know

n, In C
hina, it is

possible during legal proceedings be they
tradem

ark opposition, cancellation or
infringem

ent proceedings to request a ruling
that the tradem

ark is a w
ell-know

n
tradem

ark in this country. If the tradem
ark is

found to be w
ell-know

n using sim
ilar criteria

t
o
 
t
h
o
s
e
 
s
e
t
 
o
u
t
 
a
b
o
v
e
,
 
t
h
i
s
 
c
a
n
 
o
f
t
e
n
 
r
e
s
u
l
t
 
i
n

success for the brand ow
ner in cases w

here
the C

hinese authorities m
ay w

ell have
rejected the brand ow

ner's com
plaint.

A
lthough, a finding that a tradem

ark is w
ell-

know
n in C

hina w
ill only apply to the

particular case in question, this decision can
be used as a precedent that the tradem

ark is
w

ell-know
n for any future cases that m

ight
a
r
i
s
e
 
i
n
 
t
h
i
s
 
t
e
r
r
i
t
o
r
y
.

Finally, there are various m
iscellaneous

types of evidence that can be used to show
that a tradem

ark has becom
e w

ell-know
n

in a particular territory, T
hese include

such factors as the level of distinctiveness
of the brand in question, Som

e tradem
arks

are inherently distinctive such as
tradem

arks that consist of m
ade up w

ords
or certain logo m

arks. O
ther tradem

arks
consist of less distinctive w

ording, that is
perhaps com

m
only used in the trade, or

w
ording that has som

e descriptive
character in the disputed territory. T

he
m

ore distinctive the tradem
ark in question,

the m
ore likely it is that the brand ow

ner
w

il be able to argue that the tradem
ark is

know
n as a m

ark of its business, and as
result the tradem

ark should be considered
w

ell-know
n. O

ther factors that can assist
include any evidence show

ing that the
brand ow

ner has received a num
ber of

enquiries from
 parties in the relevant

t
e
r
r
i
t
o
r
y
 
w
i
s
h
i
n
g
 
t
o
 
l
i
c
e
n
c
e
 
o
r
 
f
r
a
n
c
h
i
s
e

the brand in the local m
arket in question,

Such evidence clearly show
s that there is

aw
areness of the brand in the relevant

sector of the public, If the business has a
m

anufacturing or purchasing operation in
that country, this can create a level of
aw

areness of the brand, E
ven som

ething as
basic as evidence that show

s an
i
n
t
e
r
n
a
t
i
o
n
a
l
 
t
r
a
d
i
n
g
 
p
r
e
s
e
n
c
e
 
f
o
r
 
t
h
e

w
w

w
.ipw

orld.com

due to the vagaries of
national tradem

ark law
s, there is

no real consistency betw
een

territories as to w
hat constitutes

a fam
ous m

ark

B
uilding tradem

ark expertise since 1986

business, particularly w
ith countries in the

sam
e part of the w

orld as the disputed
territory, can only serve to boost the
profie of a tradem

ark,

In short, a brand ow
ner m

ust rem
em

ber that
he is trying to show

 that the tradem
ark is

w
ell~know

n in a particular territory. A
ny

evidence that can be subm
itted to show

 that
people in that territory w

ould be aw
are of

the brand, and that the brand w
as recognised

as being the brand of that particular
tradem

ark ow
ner can only assist,

S
tark reality

W
hilst this is all sounds very

straightforw
ard in theory, as alw

ays, the
reality for brand ow

ners is often different.
Follow

ing these guidelines is not a cast-iron
guarantee that a tradem

ark w
il be found to

be a w
ell-know

n tradem
ark. It can be

notoriously diffcult to prove that a
tradem

ark should be considered
to be w

ell-know
n. F

urtherm
ore

due to the vagaries of national

tradem
ark law

s, there is no real
consistency betw

een territories as
to w

hat constitutes a fam
ous

m
ark. In certain countries the

level of evidence required to

support a finding that a
tradem

ark is w
ell-know

n can be
relatively low

, w
hereas in others

the sam
e level of evidence w

ould

not be considered suffcient,
It can also be seen that the

i
n
f
o
r
m
a
t
i
o
n
 
a
n
d
 
e
v
i
d
e
n
c
e

required to show
 that a tradem

ark has
becom

e w
ell-know

n in a particular country,
creates a substantial burden that falls on
brand ow

ners to have all this inform
ation to

hand w
hen it is required. A

 brand ow
ner

w
i
l
 
h
a
v
e
 
t
o
 
k
e
e
p
 
e
x
t
e
n
s
i
v
e
 
r
e
c
o
r
d
s
 
n
o
t
 
o
n
l
y

of financial inform
ation relating to the level

of business carried out under the brand, but
also actual evidence of usage of the
t
r
a
d
e
m
a
r
k
 
i
t
s
e
l
f
 
i
n
 
t
h
e
 
i
n
d
i
v
i
d
u
a
l
 

local
m

arkets. B
rand ow

ners are going to have to
provide specific evidence of usage of the
tradem

ark from
 around the w

orld in the
form

 of m
arket specific m

aterial. It is no use
a U

K
 brand ow

ner fiing a couple of recent
product catalogues distributed in the U

K
 to

show
 that the tradem

ark is used around the
w

orld, the case w
il sim

ply not be m
ade out,

T
his can clearly be seen to create

disadvantages for businesses that m
ay have

brands that are know
n throughout the w

orld,
but m

aybe do not have a large international

w
w

w
.ipw

orld.com

presence. A
 w

ell know
n football club like

M
anchester U

nited clearly has a tradem
ark

that is know
n throughout the w

orld and
should arguably be considered to be a w

ell-
know

n tradem
ark. I t is going to be very

diffcult for the football club to m
aintain

com
plete records of the evidence of usage of

its tradem
arks throughout the w

orld. T
he

b
u
s
i
n
e
s
s
 
w
i
l
 
s
i
m
p
l
y
 
n
o
t
 
h
a
v
e
 
t
h
e
 
r
e
s
o
u
r
c
e
s

to devote to such m
anagem

ent of its
tradem

ark portfolio.
T

he provisions that protect w
ell-know

n
tradem

arks do raise questions as to w
hether

t
h
e
s
e
 
r
i
g
h
t
s
 
a
r
e
 
o
n
l
y
 
a
v
a
i
l
a
b
l
e
 
t
o
 
m
u
l
t
i
-

m
ilion pound businesses that can afford to

m
icro-m

anage their tradem
ark portfolios in

this m
anner, O

n the one hand you m
ight

argue that it is these types of businesses
w

ho deserve the enhanced rights, due the
huge investm

ent that they m
ake in their

brands around the w
orld, and the

substantial tim
e that has been spent in

F
A
M
O
U
S
 
M
A
K
S
 
~
~

building up the reputation of these
tradem

arks to the level w
here they can be

said to be w
ell-know

n. It cannot be right,
how

ever, that access to the enhanced
protection enjoyed by a w

ell-know
n

tradem
ark is ultim

ately dependent on
w

hether or not a brand ow
ner can afford to

prove that its tradem
ark has becom

e w
ell-

know
n, T

he protection of a w
ell-know

n
tradem

ark should be based on the
reputation of that m

ark, not on the w
ealth

of the brand ow
ner,

A
 
n
e
v
e
r
 
e
n
d
i
n
g
 
b
a
t
t
e

O
ne final point to m

ake is that the ow
ner of

a w
ell-know

n tradem
ark w

il continually
face the burden of having to prove this to be
the case, In each separate territory w

here
issues arise, a brand ow

ner w
il have to start

from
 the beginning and provide appropriate

evidence to prove the case, A
lthough a brand

ow
ner m

ay have already show
n that a

tradem
ark is w

ell-know
n in a

particular territory in a previous
dispute, the finding that a
tradem

ark has previously been
found to be w

ell-know
n is, at best,

only of persuasive value in any
new

 legal proceedings to protect
the tradem

ark. E
ven in territories

such as C
hina, w

hich do provide
form

al m
echanism

s for the finding
that a tradem

ark has becom
e w

ell-
know

n, a brand ow
ner is stil

going to have to go through the
sam

e legal enforcem
ent

m
echanism

s in any new
 disputes,

T
he only w

ay around this problem
 w

ould
be to introduce som

e sort of recognised
w

ell-know
n tradem

ark registration.
Perhaps along the lines of the International
tradem

ark registration system
 under the

M
adrid A

greem
ent and Protocol, w

hereby
the ow

ner of a w
ell-know

n tradem
ark can

obtain enhanced tradem
ark rights in

territories w
here it can be show

n that the
tradem

ark has achieved the appropriate
level of recognition. S

uch a registration
could then be enforced in future disputes in
that territory, w

ithout the need for having
to start from

 square one each tim
e.

U
nfortunately, until such tim

e as such
a system

 is developed - and it w
ould

seem
 that this is extrem

ely unlikely,
brand ow

ners are left w
ith an uphil

s
t
r
u
g
g
l
e
 
t
o
 
t
r
y
 
a
n
d
 
s
h
o
w
 
t
h
a
t
 
a

t
r
a
d
e
m
a
r
k
 
h
a
s
 
b
e
c
o
m
e
 
w
e
l
l
-
k
n
o
w
n
,
 
a
n
d

w
ith no guarantee of success at the end

of the process. e
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