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M
ichele B

oote specialises in Intellectual
Property liigation, focusing on the m

edia
and entertainm

ent sector, including
television, fim

, m
usic and sport. H

er
practice covers disputes involving trade
m

arks, copyright, passing off and breach
of confidential inform

ation. In 2006,
M

ichele acted for adidas A
G

 in
connection w

ith the protection and use
of its iconic 3-Stripes on its successful
application for injunctive relief against
the International T

ennis Federation and
t
h
e
 
G
r
a
n
d
 
S
l
a
m
 
t
o
u
r
n
a
m
e
n
t
s
 
a
n
d
 
t
h
e

subsequent preparation for trial before
the m

atter settled. S
he also provided IP

a
d
v
i
c
e
 
o
n
 
t
h
e
 
s
a
l
e
 
o
f
 
C
e
l
a
d
o
r

International Lim
ited and the rights in

various form
ats w

hich it ow
ned including

"W
ho W

ants to be a M
illionaire?".

A
rgum

g
the sam

e
.issues
tw

ice
~
~
 
S
p
e
c
i
a
l
 
E
f
f
e
c
t
s
 
v
 
L
'
O
r
e
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I
n
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h
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l
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g
h
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o
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t
h
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r
e
c
e
n
t
 
S
p
e
c
i
a
l
 
E
f
f
e
c
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s
 
v
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c
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s
e
,

M
ichele B

oote of T
he Intellectual Property G

roup questions
how

 m
uch opposition is too m

uch opposition?

T
rade m

ark agents, law
yers and

ow
ners can collectively breathe a

sigh ofrelieffollow
ing the recent

Judgm
ent in S

pecial E
ffcts v L'O

real handed

dow
n in January. R

eversing the first instance
Judgm

ent of Sir A
ndrew

 M
orritt, the

C
h
a
n
c
e
l
l
o
r
,
 
t
h
e
 
C
o
u
r
t
 
o
f
 
A
p
p
e
a
l
 
(
"
C
A
"
)
 
h
a
s

held that a party w
ho has participated in

opposition proceedings before the T
rade

M
ark R

egistry is not necessarily barred
from

 taking the sam
e points in later

proceedings in w
hich the validity of the

tradem
ark is in issue. .,.

B
ackground

In June 2000, Special E
ffects sought to

register the tradem
ark S

P
E

C
IA

L E
F

F
E

C
T

S
in respect of goods in C

lass 3 covering,
am

ongst other things, soaps, perfum
ery and

other cosm
etics including hair products.

L'O
real S

A
 opposed the registration on a

num
ber of grounds: the w

ords w
ere not

distinctive; w
ere laudatory and, if not, the

public w
ould be deceived by the use of the

m
ark. It had m

ade extensive use of the
letters F

X
 in the U

K
 in relation to hair

products, had substantial goodw
il and

reputation in those letters and had used the
tradem

ark in the form
 SPE

C
IA

L
 FX

 such
that SPE

C
IA

L
 E

FFE
C

T
S could be

prevented by an action for passing off; and,

L
'O

reals earlier registered m
arks w

ere
phonetically and conceptually sim

ilar to
SPE

C
IA

L
 E

FFE
C

T
S and there w

as a
likelihood of confusion.

Special E
ffects disputed each of the

grounds. A
t the hearing before one of the

R
egistry's H

earing O
ffcers in 2002, each of

the parties w
as represented by tradem

ark
agents. T

here had been no disclosure and
there w

as no application for cross-
exam

ination. L'O
real S

A
's application failedo

SPE
C

IA
L

 E
FFE

C
T

S w
as registered.

T
here follow

ed a sim
ilar scenario played

out before O
H

IM
 w

ith L
'O

real applying to
register SPE

C
IA

L
 FX

 and Special E
ffects

opposing the application. O
H

IM
 rejected the

opposition. SPE
C

IA
L

 FX
 w

as registered

(although is subject to appeal).

T
he Infringem

ent Proceedings
A

fter tw
o inconclusive prelim

inary
s
k
i
r
m
i
s
h
e
s
,
 
t
h
e
 
p
a
r
t
i
e
s
 
w
e
r
e
 
u
n
l
i
k
e
l
y
 
t
o
 
l
e
a
v
e

the m
atter to rest and, unsurprisingly, in

2005, Special E
ffects issued proceedings

against L'O
real S

A
 and L'O

real (U
K

)
L

im
ited seeking injunctive relief to restrain

the D
efendants from

 infringing SPE
C

IA
L

E
F

F
E

C
T

S
 by using the w

ords S
P

E
C

IA
L

FX
 or otherw

ise. Special E
ffects argued that

the D
efendants could not challenge the

validity of its tradem
ark on the grounds

B
u
i
l
d
i
n
g
 
t
r
a
d
e
m
a
r
k
 
e
x
p
e
r
t
i
s
e
 
s
i
n
c
e
 
1
9
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relied on in the opposition proceedings. T
he

D
efendants did seek to rely on sim

ilar
grounds and counter-claim

ed for a
declaration of invalidity and for relief on the
basis of passing off.

T
he C

ourt ordered that there should be a
trial on a prelim

inary issue to determ
ine

w
hether cause of action or issue estoppel or

abuse of process precluded the D
efendants

from
 challenging the validity of Special

E
ffects' m

ark; or from
 raising issues on prior

use already raised in the opposition
proceedings. A

t first instance, the C
hancellor

concluded that cause of action estoppel did
preclude the D

efendants from
 raising in

C
ourt proceedings the argum

ents, w
hich

they had raised in the opposition
proceedings and on w

hich they failed.
Further, if that w

ere not right, he held that
issue estoppel w

ould have the sam
e effect.

H
e did not address abuse of process. T

he
D

efendants appealed.

T
he A

ppeal
B

oth parties accepted that a decision of the
T

rade M
ark R

egistry w
as capable of giving

rise to an estoppel. T
he question w

as
w

hether there w
as an estoppel here.

C
ause of action estoppeI: T

his arises
w

here the cause of action in the later
proceedings is identical to that in earlier
proceedings involving the sam

e parties and
subject m

atter. A
s a first step, it w

as
therefore necessary to look at the cause of
action in the opposition proceedings. T

he C
A

does not appear to have struggled long w
ith

this issue, concluding in the leading
Judgm

ent of L
ord Justice L

loyd that to
describe the applicant for registration as
having a cause of action for registration
w

ould be "an inappropriate and artifcial use if
language". S

im
ilarly, the opponent could not

be said to have a cause of action for
preventing the registration. C

ause of action
e
s
t
o
p
p
e
l
 
d
i
d
 
n
o
t
 
a
p
p
l
y
.

Issue estoppeI: A
lthough a m

ore flexible
doctrine than cause of action estoppel, it stil
requires a final decision by a com

petent
judicial tribunaL

. T
here w

as no such decision
here. T

he C
A

 considered that the co-
existence of the provisions for opposition and
for a declaration of invalidity m

eant that
opposition proceedings w

ere inherently not
finaL. T

his w
as true both in relation to the

grounds of invalidity and in relation to the
issue of prior use relevant to the passing off
claim

. T
here w

as no issue estoppel.
A

buse of process: S
pecial E

ffects argued
in its R

espondent's N
otice that the

C
hancellor should also have decided in its

favour on the basis of abuse of process. T
hat,

aside from
 estoppel, it w

as w
rong and unjust

to allow
 a party tw

o bites of the cherry in
attacking the validity of a tradem

ark.
In assessing w

hether there w
as an abuse

of process, the C
A

 looked in m
ore detail at

the nature of opposition proceedings in the
R
e
g
i
s
t
r
y
.
 
S
u
c
h
 
p
r
o
c
e
e
d
i
n
g
s
 
a
r
e
 
d
e
s
i
g
n
e
d
 

to
be econom

ical and expeditious. D
isclosure

can be m
ade on application but is not

autom
atic; sim

ilarly, cross-exam
ination.

T
here is lim

ited costs recovery for the
s
u
c
c
e
s
s
f
u
l
 
p
a
r
t
y
.
 
P
a
r
t
i
e
s
 
a
r
e
 
u
s
u
a
l
l
y

represented by tradem
ark agents and not

C
ounseL. T

he m
atter in issue before the

R
egistry is the registration of a

I

C
A
E
 
C
O
M
M
E
N
T
 
~
~

L
'O

real s acts as an abuse of process. Since
the legislation does not preclude the sam

e
party from

 seeking a declaration of invalidity,
having failed in opposition proceedings.
C

ircum
stances w

ould need to be unusual to
justify holding that a party w

ho did take
advantage of the second opportunity afforded
by the legislation w

as abusing the process of
the C

ourt. T
here is, how

ever, a caveato T
he

C
ourt w

as told that, on occasion, opposition
proceedings are conducted in a m

anner
sim

ilar to H
igh C

ourt litigation w
ith

disclosure, cross-exam
ination and C

ounseL.

In these circum
stances, the C

ourt
acknow

ledged that it "could im
agine the

possibilitj' that it m
ight be an abuse to argue

the sam
e issue again in C

ourt.

"T
he decision is an em

inently sensible one and
returns us to w

hat everyone had assum
ed w

as the
position prior to the C

hancellor's intervention "

C
om

m
ent

T
he decision is an em

inently sensible one and
returns us to w

hat everyone had assum
ed w

as
t
h
e
 
p
o
s
i
t
i
o
n
 
p
r
i
o
r
 
t
o
 
t
h
e
 
C
h
a
n
c
e
l
l
o
r
'
s

intervention. A
lthough there is no equivalent to

s
e
c
t
i
o
n
 
7
2
(
5
)
 
o
f
 

the P
atents A

ct 1977 in the

T
r
a
d
e
 
M
a
r
k
s
 
A
c
t
 
1
9
9
~
 
(
a
 
d
e
c
i
s
i
o
n
 
o
f
 

the
c
o
m
p
t
r
o
l
l
e
r
-
g
e
n
e
r
a
l
 
o
f
 

patents does not
preclude any party to civi proceedigs, in
w

hich infringem
ent of a patent is claied, from

alegig invaldity of the patent), this w
as not

considered determ
iative. T

he decision also
m

irrors the position adopted by the O
pposition

D
ivision of O

H
IM

 w
hich has expressly said

that its decisions are not bindig such as to
preclude an unsuccessful opponent from

 seekig
cancellation of a tradem

ark in O
H

IM
 or by w

ay
o
f
 
a
 
c
o
u
n
t
e
r
c
l
a
i
 
i
n
 
a
n
 
i
n
f
r
i
n
g
e
m
e
n
t
 
a
c
t
i
o
n
 
i
n
 
a

national court (B
udw

eiser, D
ecision 16~5/2001).

O
pposition proceedings before the R

egistry
can contiue to be used as sw

ift, cost-effective

and expeditious m
eans of resolving argum

ents
on registration w

ithout barring a later action
for invalidity Parties w

il not have to conduct
s
u
c
h
 
p
r
o
c
e
e
d
i
n
g
s
 
a
s
 
i
f
 
t
h
e
y
 
w
e
r
e
 
l
i
t
i
g
a
t
i
g
 
a
n

infringem
ent action. G

iven the caveat
m

entioned above, parties w
ould in fact be

better advised not to throw
 all resources at

opposition proceedings since they m
ight later

face a successful abuse of process argum
ent.

W
hat is of concern and needs clarification is

w
here the line should be draw

n and how
 m

uch
opposition is too m

uch opposition, prejudicing
a future action on validity. Parties w

ould be
w
e
l
l
 
a
d
v
i
s
e
d
 
t
o
 
e
r
r
 
o
n
 
t
h
e
 
s
i
d
e
 
o
f
 
c
a
u
t
i
o
n
.
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tradem
ark. If the opposition fails, the

tradem
ark w

il be registered. T
here is no

financial 
liability or injunction to stop the

opponent using its m
arks.

T
he C

A
 considered that a potential

opponent could reasonably take the view
that m

ore lim
ited resources could be

deployed on opposition proceedings
com

pared to those in C
ourt proceedings for

infringem
ent and a counterclaim

 for
invalidity. Indeed, such an approach accords
w

ith the usual tactics em
ployed, L'O

real
itself gave evidence that its practice w

as to
assess the evidence necessary on
oppositions by reference to the proxim

ity of
the opposed m

ark to the core brand in
issue. Significantly greater resources w

ere
devoted to infringem

ent issues involving
registered tradem

arks before the C
ourt.

T
his is really the nub of the issue and w

hy
the C

hancellor's Judgm
ent caused such a

stir. C
oncern w

as such that the
International T

radem
ark A

ssociation
intervened in the appeal and the Institute of
T

rade M
ark A

ttorneys provided the C
A

w
ith a w

ritten subm
ission. If the

C
hancellor w

ere right, the practice in
relation to opposition proceedings w

ould
change, as the C

A
 itself noted. Parties

w
ould either m

ake no attem
pt at opposition

or, if they did, it w
ould be a m

uch m
ore

significant and substantial operation closer
to the conduct of litigation in C

ourt.
T

he C
A

 ruled that, against this
background, it w

ould be w
rong to regard


